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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I (Claims 1 7-22) in the reply filed on 
November 6, 2008, is acknowledged. The traversal is on the ground(s) that, "Examiner 
fails to make a proper showing of lack of unity required by the USPTO as detailed in 
MPEP §1 893.03(d) ". Applicant's arguments are persuasive because. Therefore, the 
Restriction Requirement is withdrawn. Claims 1-16 have been cancelled. Therefore, 
Claims 17-37 are pending in this office action. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 17-32 and 37 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Petillo etal.(US 6,544,679 B1). 

With regard to Claim 17, Petillo et al. discloses an apparatus, said apparatus 
comprising: 

a) a plurality of elementary cells (100); and 
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b) a fluid distribution means, called multiple fluid interface nipples (104, 106, 108, 
110), wherein: 

1) said fluid distribution means, multiple fluid interface nipples (104, 106, 
1 08, 1 1 0), supplies each said elementary cell (1 00) with two input fluids, and 
allows for the discharge of two output fluids from said elementary cells (column 4 
lines 54-57 and column 5 lines 25-31); 

2) said fluid distribution means, multiple fluid interface nipples (104, 106, 
108, 110), is able to be connected to a fluid distribution system, called a support 
manifold (102); and 

3) said fluid distribution means, multiple fluid interface nipples (104, 106, 
108, 110), comprises a series of first valve elements (302), wherein: 

i) said first valve elements (302) are located on a first side of said 
apparatus, either interposed in the fluid path in the manifold (102) 
or in the inlet and outlet conduits of the cell assembly, or both 
(column 5 lines 43-53); and 

ii) when said apparatus is integrated with said power producing 
device, or a load (column 4 lines 63-65), said first valve elements 
(302) are able to substantially cooperate with a series of second 
valve elements (302) located on said fluid distribution system (102) 
(column 5 lines 43-67 and column 6 lines 1-4). 

The phrases, "which may be used as a fuel cell pack intended to be integrated 
into a power-producing device" and "said first valve elements are able to substantially 
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cooperate with a series of second valve elements" are functional language and impart 
intended use to the structural features of the claim. Therefore, while the intended use 
language of the claim has been considered, it is not given patentable weight because it 
is directed to a process and not directed to the structural features of the product. While 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. See MPEP 2111. A claim containing a "recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. See MPEP 2113. 

With regard to Claims 18-20, Petillo et al. discloses in Figure 3, wherein all said 
first valve elements (302) are arranged on the same face of said apparatus, wherein 
each said first valve element (302) has an axis of symmetry parallel to each other, and 
wherein each said first valve element (302) comprises a moving member, which can be 
the valve itself or a switch or sensor (column 5 lines 56-67), wherein said member is 
able to move in the direction of said axis of symmetry. The phrase, "able to move in the 
direction of said axis of symmetry" is functional language and imparts intended use to 
the structural features of the claim. Therefore, while the intended use language of the 
claim has been considered, it is not given patentable weight because it is directed to a 
process and not directed to the structural features of the product. While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
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function. See MPEP 2111. A claim containing a "recitation with respect to the manner 
in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus teaches all the 
structural limitations of the claim. See MPEP 2113. 

With regard to Claim 21 , Petillo et al. discloses wherein, (a) each of the first valve 
elements (302) further comprises a first hollow body; (b) said hollow body contains both 
said moving member, the valve itself since it is able to move or a switch or sensor, and 
a spring (column 5 lines 57-67); and (c) said spring is able to move said moving 
member (column 5 lines 43-67 and column 6 lines 1-4). Petillo et al. does not 
specifically disclose the first valve comprising a hollow body, however, such properties 
are inherent since Petillo et al. teaches that the valve is spring loaded and therefore, the 
spring is located within a hollow body. A reference which is silent about a claimed 
invention's features is inherently anticipatory if the missing feature is necessarily 
present in that which is described in the reference. See MPEP 21 12. Also, the phrase, 
"spring is able to move said moving member" is functional language and imparts 
intended use to the structural features of the claim. Therefore, while the intended use 
language of the claim has been considered, it is not given patentable weight because it 
is directed to a process and not directed to the structural features of the product. While 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. See MPEP 2111. A claim containing a "recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
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differentiate the claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. See MPEP 2113. 

With regard to Claim 22, Petillo et al. discloses wherein said first valve elements 
are located on an end plate, or support manifold (102), of said apparatus (column 5 
lines 43-43); and said end plate provides a mechanical retaining function (column 5 
lines 25-29). 

With regard to Claim 23, Petillo et al. discloses an apparatus, said apparatus 
comprising: 

a) at least one fuel cell pack , called an electrochemical cell assembly, wherein 
said fuel cell pack comprises: 

(1 ) a plurality of elementary cells (1 00); and 

(2) a fluid distribution means, multiple fluid interface nipples (104, 106, 
108, 110), wherein: 

(i) said fluid distribution means, multiple fluid interface nipples (104, 
1 06, 1 08, 11 0), supplies each said elementary cell (1 00) with two 
input fluids, and allows for the discharge of two output fluids from 
said elementary cells (column 4 lines 54-57 and column 5 lines 25- 
31); 

(ii) said fluid distribution means, multiple fluid interface nipples (104, 
106, 108, 110), is able to be connected to a fluid distribution 
system, called a support manifold (102); and 
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(iii) said fluid distribution means, multiple fluid interface nipples 
(1 04, 1 06, 1 08, 1 1 0), comprises at least one series of first valve 
elements (302, 701), wherein said first valve elements (302, 701) 
are located on a first side of said fuel cell pack, either interposed in 
the fluid path in the manifold (102) or in the inlet and outlet conduits 
of the cell assembly, or both (column 5 lines 43-53 and Figure 3); 

(b) said fluid distribution system, or support manifold (102), wherein: 

(1) said fluid distribution system (102) is able to supply each said fuel cell 
pack (1 00) with said input fluids, and allows for the discharge of at least 
two said output fluids from each said fuel cell pack (100) (column 5 lines 
8-42 and Figures 2 and 3); and 

(2) said fluid distribution system (102) is able to be connected to at least 
one external circuit, at least one source fluid reservoir and at least one 
pump, for the supply of said input fluids (column 3 lines 42-45), and to at 
least one external circuit, a return reservoir, for the discharge of said 
output fluids (column 3 lines 49-51 ); and 

(c) at least one series of second valve elements (302, 701) (column 5 lines 43-53 
and Figure 3). 

The phrases, "which may be used as a power-producing device based upon a fuel cell" 
and "wherein said second valve elements are able to substantially cooperate with said 
first valve elements" are functional language and impart intended use to the structural 
features of the claim. Therefore, while the intended use language of the claim has been 



Application/Control Number: 10/523,671 Page 8 

Art Unit: 1795 

considered, it is not given patentable weight because it is directed to a process and not 
directed to the structural features of the product. While features of an apparatus may 
be recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function. See MPEP 
2111. A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim. See MPEP 2113. 

With regard to Claims 24-27, Petillo et al. discloses in Figures 1-3, wherein said 
fluid distribution system (102) further comprises a support member, or a plate, wherein 
said support member comprises: at least one fluid input member (1 04, 1 1 0) and at least 
one fluid output member (106, 108), wherein said support member is a plate preferably 
formed of an electrically insulating material, and wherein said support member further 
comprises integrated channels to allow fluids to circulate (column 5 lines 8-24). The 
phrase, "formed by injection molding or compression molding" is a product-by-process 
limitation. Product-by-process claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps. "Even though product-by-process claims 
are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
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966 (Fed. Cir. 1985). Since the support member of Petillo et al. is the same as that of 
the Applicant's, Applicant's process is not given patentable weight in this claim. 

With regard to Claim 28, Petillo et al. discloses in Figures 3 and 7, wherein said 
fluid distribution system, or support manifold (102), comprises said series of second 
valve elements (302, 701) and each said series of second valve elements (302, 701) is 
able to substantially cooperate with a corresponding said series of first valve elements 
(302, 701) (column 5 lines 43-53 and column 8 lines 37-54). 

With regard to Claims 29 and 30, Petillo et al. discloses wherein: each said first 
valve element (302, 701 ) comprises a first moving member, being the valve itself since 
it is able to move or a switch or sensor (column 5 lines 57-67), wherein said first moving 
member, or valve or switch or sensor, is able to move in the direction of the axis of 
symmetry of said first valve element (302,701 ); and each said second valve element 
(302, 701) comprises an actuating element, or a switch or sensor, wherein said 
actuating element, switch or sensor, is able to move said first moving member, or valve, 
of the corresponding said first valve element (302,701) from a closed position to an 
open position (column 5 lines 43-67 and column 6 lines 1-4) and wherein said actuating 
member is an opening/closing member, called a switch or sensor. The phrases, 
"wherein said actuating element is able to move said first moving member of the 
corresponding said first valve element from a closed position to an open position" and 
"which is able to move in the direction of the axis of symmetry of the second valve 
element" are functional language and impart intended use to the structural features of 
the claim. Therefore, while the intended use language of the claim has been 
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considered with regard to structure, it is not given patentable weight because it is 
directed to a process and not directed to the structural features of the product. While 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. See MPEP 2111. A claim containing a "recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. See MPEP 2113. 

With regard to Claims 31 and 32, Petillo et al. discloses wherein, each of the 
second valve elements (302, 701 ) comprises a second hollow body, said second hollow 
body contains both said actuating element, switch or sensor, and a spring, and said 
spring is able to move said actuating element, switch or sensor (column 5 lines 57-67) 
and wherein each of the first valve elements (302, 701) comprises a first hollow body; 
said first hollow body contains both said moving member, the valve itself since it is able 
to move or a switch or sensor, and a spring (column 5 lines 57-67); and said spring is 
able to move said moving member (column 5 lines 43-67 and column 6 lines 1-4). 
Petillo et al. does not specifically disclose the first valve or the second valve comprising 
a hollow body, however, such properties are inherent since Petillo et al. teaches that the 
valve is spring loaded and therefore, the spring is located within a hollow body. A 
reference which is silent about a claimed invention's features is inherently anticipatory if 
the missing feature is necessarily present in that which is described in the reference. 
See MPEP 21 12. Also, the phrases, "said spring is able to move said actuating 
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element" and "said spring is able to move said moving member" are functional 
language and impart intended use to the structural features of the claim. Therefore, 
while the intended use language of the claim has been considered, it is not given 
patentable weight because it is directed to a process and not directed to the structural 
features of the product. While features of an apparatus may be recited either 
structurally or functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. See MPEP 21 1 1 . A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. 
See MPEP 2113. 

With regard to Claim 37, Petillo et al. discloses a support manifold (102) made 
from an electrically insulting material and comprising multiple fluid interface nipples 
(1 04, 1 06, 1 08, 1 1 0), and at least one series of first valve elements (302, 701 ), wherein 
said first valve elements (302, 701 ) are located on a first side of said fuel cell pack, 
either interposed in the fluid path in the manifold (102) or in the inlet and outlet conduits 
of the cell assembly, or both (column 5 lines 43-53 and Figure 3). The phrase, "a 
substantial portion of a component is formed by injection molding or compression 
molding" is a product-by-process limitation. Product-by-process claims are not limited to 
the manipulations of the recited steps, only the structure implied by the steps. "Even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Since the support 
member of Petillo et al. is the same as that of the Applicant's, Applicant's process is not 
given patentable weight in this claim. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 33-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petillo et al. (US 6,544,679 B1), as applied to Claims 17-32 and 37 above, and in further 
view of Avis et al . (US 2002/01 89679 A1 ). 

Petillo et al. discloses the apparatus in paragraph 3 above, but does not disclose 
wherein a free end of said first hollow body is able to fit into the corresponding said 
second hollow body; wherein a sealing element is located between said first hollow 
body and said corresponding second hollow body; wherein a free end of said second 
hollow body is able to fit into the corresponding said first hollow body; and wherein a 
sealing element is located between said second hollow body and said corresponding 
first hollow body. 
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Avis et al. discloses a shut-off valve for a fluid distribution system used in 
numerous applications, such as fuel cells (paragraph 0019). Avis et al. discloses shut- 
off valve 10 configured with female-male connections for incorporation within a gas 
distribution system according to an embodiment of the present invention. A valve body 
1 2 is shown having a generally tubular design. Valve body 1 2 has inlet connector 1 4 
shown as a female threaded section on the inlet port 20 of the valve body. Valve 
chamber 22 is shown receiving a poppet member 24, having a proximal end base 26, 
flow apertures 28, perimeter of base 30 providing an interface with the walls of valve 
chamber 22 when poppet member 24 is slidably engaged therein. A biasing member 
44, such as a coiled spring, operates to urge poppet 24 to maintain separation from the 
valve seat so that nominal gas flow may be provided through gas shut-off valve 10. A 
retention member 46, such as a retention ring or snap ring, is shown for insertion within 
the interior of valve body 12 to retain poppet 24 within valve body 12 and to limit the 
extent of its movement therein. 

Therefore, at the time of the invention it would have been obvious to one of 
ordinary skill in the art to use a shut-off valve with male and female connecting parts, or 
wherein the free end of said first hollow body is able to fit into the corresponding second 
hollow body and wherein a sealing element is located between the hollow bodies in the 
apparatus of Petillo et al., because Avis et al. teaches preventing the hazardous release 
of fluidic substances by restricting fluid flow across the valve and the safety of any 
system which distributes fluidic substances can be enhanced with the use of this shut- 
off valve (paragraphs 0015-0022). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karie O'Neill whose telephone number is (571)272- 
8614. The examiner can normally be reached on Monday through Friday from 8am to 
5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Ruthkosky/ Karie O'Neill 

Primary Examiner, Art Unit 1795 Examiner 

Art Unit 1795 

KAO 



